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Agenda

e Art and IP law
* Art and copyright law
 Art and trademark law

* Art and artistic integrity laws,
Visual Artists Right Act

* Judicial opinions assessing
whether items are art or
commercial products

* Hermes bags, festival art,
lanterns, sculptures, advertising,
Burning Man buses, and more!




Art or manufactured
metal product?




Brancusi v. United States Customs Department,
54 Treas. Dec. 429 (1928)

* The customs collector stopped that product and put a tax on it, based on the law
related to taxes on manufacturing of metal products, things such as cutlery.

* The judge described it as: “The piece is characterized, as stated above, as a bird.
Without the exercise of rather a vivid imagination it bears no resemblance to a bird
except, perchance, with such imagination it may be likened to the shape of the body
of a bird. It has neither head nor feet nor feathers portrayed in the piece. As stated
above, it is entirely smooth on its exterior, which is a polished and burnished
surface.” (*4).

* Both the government and the artist brought forward experts to challenge whether
the work was one of art or a commercial product subject to the importation taxes.
The government expert said it was neither art nor a sculpture. The artist experts, of
course, said the opposite. The court 100% recognized that the product was created

by an actual professional artist with a significant reputation in the creation of artistic
works.



Held

“In the meanwhile [since 1916] there has been developing a so-called new school of
art, whose exponents attempt to portray abstract ideas rather than to imitate natural
objects. Whether or not we are in sympathy with these newer ideas and the schools
which represent them, we think the fact of their existence and their influence upon the
art world as recognized [*8] by the courts must be considered. The object now under
consideration is shown to be for purely ornamental purposes, its use being the same
as that of any piece of sculpture of the old masters. It is beautiful and symmetrical in
outline, and while some difficulty might be encountered in associating it with a bird, it
is nevertheless pleasing to look at and highly ornamental, and as we hold under the
evidence that it is the original production of a professional sculptor andisinfacta
piece of sculpture and a work of art according, to the authorities above referred to, we
sustain the protest and find that it is entitled to free entry .... Let judgment be entered
accordingly.” (pp.7-8)



Is it copyrighted art or
a functional product
creation?




Entertainment Research Group, Inc. v. Genesis Creative
Group, Inc., 122 F.3d 1211, 1216 (9th Cir. 1997)

* ERG designs and manufactures three-dimensional inflatable costumes that are used in
publicity events, such as shopping mall openings. The costumes are approximately eight
feet tall and are worn by a person who remains inside the costume. Various companies
purchase and use these costumes to promote their products. The costumes are based
upon these companies' cartoon characters.

* ERG alleged that Aerostar copied and infringed ERG's copyrights in the inflatable
costumes that ERG designed and manufactured based on the underlying copyrighted
characters.

* District court found no copyright in the 3D costumes based on 2D characters.

* Ninth Circuit: functional elements get no copyright protection. Even lots of effort to
convert 2D to 3D does not amount to an original new creation of nonfunctional elements.
“We agree with the district court's conclusion that the differences in form, texture and
proportionality that ERG points to as non-trivial differences all stemmed from functional
considerations. (1223). Thus, costumes not copyrightable.
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Star Athletica v Varsity Brands, 137 S. Ct. 1002
(2017).

Useful article and outside copyright or artistic
design that cannot be copied by others?

“A “pictorial, graphic, or sculptural featur[e]”
incorporated into the “design of a useful article”
is eligible for copyright protection ifit (1) “can be
identified separately from,” and (2) is “capable of
existing independently of, the utilitarian aspects
of the article.”

17 USC 101.
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Star Athletica v Varsity Brands, 137 S. Ct. 1002
(2017).

"In sum, a feature of the design of a useful article
is eligible for copyright if, when identified and
imagined apart from the useful article, it would
qualify as a pictorial, graphic, or sculptural work
either on its own or when fixed in some other
tangible medium.”



U.S.
Copyright
Laws and
Moral rights

* Pre-moralrights copyright law overview
* Copyright protects certain exclusive rights for authors:

right to control copies being made, derivative rights to
make new works, public performance and display rights.
All exclusive rights to author. 17 USC 106

Utilitarian and economic-based right given to those who
create copyrighted works.Infringers can be enjoined or
pay damages. 17 USC 504, 505.

Actual damages or statutory damages.
 If willful, up to $150k per infringement.

Statutory damages allow for punishment beyond actual
profits or losses, and allow jury to punish and consider
others factors. “Even for uninjurious and unprofitable
invasions of copyright the court may, if it deems it just,
impose a liability within statutory limits to sanction and
vindicate the statutory policy of discouraging
infringement.” FW. Woolworth Co. v. Contemporary Arts,
Inc., 334 U.S. 228, 233 (1952).



What are |IP-Based Moral Rights?

* Ability of authors to control the fate of their works even once works are sold. From French “droit
moral,” which is understood to represent rights inherent in the artist’s personality, which
transcends contract or property interests and exist independently of the artists’ economic interest
in the work. The theory of moral rights is that the result in a climate of artistic worth an honor that
encourages the creator in the active creation, to ultimately create more art for society. Berne
Convention for the protection of Literary and Artistic Works of 1886.

“Independently of the author’s economic rights, and even after the transfer of the said rights, the
author shall have the right to claim authorship of the work and to object to any distortion, mutilation
or other modification of, or other derogatory action in relation to, the said work, which would be
prejudicial to his honor or reputation.”

* Berne member states had to meet a minimum level of protection for these moral rights. This was
the century’s long issue that held the US from joining the Berne Convention. Runs against
commercial transaction concepts of private property transfers and owners of property having free
reign over their property.



Visual Artists Rights
Act of 1990

* 1990 to comply with Berne that the US finally
joined: Visual Artists Rights Act of 1990
(VARA) was enacted.

* Limited creation of moral rights to specific
artists.
* What kind of artists?
* What kind of work?
* Remedies: same as copyright, including
powerful statutory damages remedy.
* Two rights: integrity and attribution.
* What exactly does it protect?




Right of attribution

(a) Rights of Attribution and Integrity.—
Subject to section 107 and independent of the
exclusive rights provided in section 106, the
author of a work of visual art— (1) shall have
the right—(A) to claim authorship of that work,
and (B) to prevent the use of his or her name
as the author of any work of visual art which
he or she did not create; (2) shall have the
right to prevent the use of his or her name as
the author of the work of visual art in the event
of a distortion, mutilation, or other
modification of the work which would be
prejudicial to his or her honor or reputation...” v
17 USC 106A(a) /




Right of integrity

“(A) to prevent any intentional distortion,
mutilation, or other modification of that work
which would be prejudicial to his or her honor
or reputation, and any intentional distortion,
mutilation, or modification of that work is a
violation of that right, and (B) to prevent any
destruction of a work of recognized stature,
and any intentional or grossly negligent
destruction of that work is a violation of that
right.”




Art of a functional bus?




The Burning Man Bus Case

* Plaintiffs built La Contessa a replica of a 16th century Spanish Galleon for use at the
Burning Man festival. They acquired the used school bus and then put a fade over it
with a whole decking and handcrafted figureheads, which was then taken to the
Nevada desert where the burning man festival occurs every year. The bus was later
stored at the defendant’s property, and after time the defendant burned the wooden
structure so the scrap metal dealer could take the underlying school bus.

* Plaintiff sued, claiming that the La Contessa was a WOVA under VARA.






Cheffins v. Stewart, 825 F.3d 588 (9t Cir. 2016)

* The Ninth Circuit framed the question is whether the Spanish Galleon was a
WOVA, or whether it was applied art. The court ruled that an object is applied,
art as opposed to a work of visual art, where the object initially serves the
utilitarian function, and it continues to serve such a function after the artist
makes his or her embellishments to it. (594). The focus is on objects that, in
fact, continue to serve real utilitarian functions as opposed to those which may
retain the ability to serve utilitarian functions in theory. (fn.7).

* Applying that rule of law as to applied art, the court held that it continued to
serve the utilitarian function of transportation, after artistic embellishment,
because it was used as a bus to move people around the desert event.



Is it art or a commercial merchandising item?




L.A. Chinese American Museum Public Art or
Commercial Products?

* Plaintiff was an internationally known artist and muralist list known as
Sharktoof who created shark based images. The Los Angeles Chinese
American Museum had a multi-month exhibit and asked him and many
other Asian American artists to participate. He had showcased art at the
museum before, and for this event created 88 original pieces of artwork to
be hung in the courtyard of the Chinese American museum. He named his
exhibit Year of the Shark Red Packet, and it was a series of 88 red tote
bags that were silk screen, painted with a shark image, hand-embellished,
and hung specifically in the courtyard of the museum.

* Atthe end of the event, the hanging art was thrown away by city trash
crews. Plaintiff sued under VARA for the destruction of his 88 individual
artworks.






Lew v. City of
Los Angeles,
20-10948-DDP
(C.D. Cal.
9/13/23) and
2022 WL60592
(1/6/22)

 The District Court held that there was one work

of visual art comprising the entire group of 88
hanging tote bags.

* The one work was not utilitarian applied art

when hanging and then destroyed.

* But the totes alone were applied art and

utilitarian under Cheffins because after the bags
came down at the end of the exhibit they were to
be sold as tote bags and so were utilitarian.

* Query: Painting on a door? Money draws on a

napkin? The medium matters and may impact
analysis.
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Pollara v. Seymour, 344 F.3d 265 (2d Cir. 2003)

* Plaintiff Pollara was an artist who often was commissioned to make banners for private or
corporate events. She was commissioned to make a banner for a one day event in Albany, for
the annual legislative lobbying day. Banner was erected in Empire State Plaza on ten foot
poles. But no permit had been secured. It was removed by city officials and destroyed in the
process.

* Pollara sued under VARA, claiming the banner was political advocacy material and her one of
a kin%W\?A\\é,?& Defendant claimed it was advertising material and promotional material and
outside )

* Held: Although very artistic and creative, the “banner was created for the purpose of drawing
attention to an information desk, as part of a lobbyinf effort, and the banner overtly
promotes in word and picture a lobbying message...directions given by [commissioning
party] evidence the promotional and advertising purpose that bring the banner outside the
scope of VARA. While [commissioning part ’s% name did not appear on the banner, the
banner’s planned installation adjacent to [] information table, and its explicit lobbying
message leave no doubt as to the banner’s purpose as promotional and advertising material
for [commissioning party’s] lobbying effort.”

* Because it was created for advertising and promotion, it is not a WOVA.



What is a Trademark?

S1/A®)
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Common synonym is “brand name.”
Coke, 7up, Chevy, Google.

Words-sounds-numbers-shapes-
smells even.

Must connote a given company’s goods
or services—> source identifier.

When applicable to goods, trademark.

When services, service mark = Saks,
Citibank.

Extended even to product packaging
and certain nonfunctional product
configuration features



Categories of marks on trademark spectrum —
ho protection to most protection

Generic —common name for product used by many, no protection. ”National Bank”
for bank; “lite” for low calorie

Descriptive - A mark is descriptive if it conveys an immediate idea of the qualities,
characteristics, ingredients of the goods. May have protection if secondary meanin
exists. Secondary meaning exists where a descriptive mark has become associate
with a single commercial source in minds of consumers due to extensive, systematic
use. “Baby Brie” for cheese; “honey-baked” for ham; “Vision center” for optics clinics.

Suggestive - A suggestive term echoes some aspect of the product/service but the
connection is not immediate and requires some imagination/perception to connect it
to the product. Immediate rights. “Contact” for adhesive paper; “Playboy” for men’s
magazine; “Q-tips” for cotton swabs.

Arbitrary/Fanciful — mark used in arbitrary unfamiliar way. “Camel” for cigarettes;
“ivory” for soap; “Google” for search.

G



Star Wars v. President Reagan?

* President Reagan’s SDI program that was designed to defend from - 4
a nuclear attack with weapons in space was known a “Star Wars.” e
Lucasfilm sued lobbying groups on both sides of the SDI ML S
controversy, alleging that they were infringing the STAR WARS mark |
by their use of the term in political advertisements, and seeking an
injunction.

* Held: Plaintiff has no property right in the word “Star Wars” beyond 4
its use as a denoter of goods/services as a TM. Use by others in '
speech not in competition not a TM use: “obviously cannot
regulate the type of descriptive, non-trade use involved here
without becoming the monitor of the spoken or written English
language.” No way that use by lobbying groups as referring to
Reagan’s SDI in political speech was creating confusion as to
Lucasfilm’s association with SDI.

* “Plaintiff is in the difficult position of objecting because what he
has depicted as fantasy may be frightening when depicted as a
potential reality. Plaintiff must be left to his own devices to
maintain the strength of his trademark by making the
differentiation clear and convincing.”

Lucasfilm v. High Frontier, 622 F. Supp. 931 (D.D.C. 1985)




Digital Art or a
Hermes
Commercial
Product
Ripoff?




Hermes International v. Rothschild, 678
F. Supp.3d 475, 482 (SDNY 2023)

* Hermes sued for TM infringement. Claimed consumers would think that it was
sponsoring the NFT art given the use of the famous Hermes bag.

* Defense was the works were art under First Amendment. Court allowed that defense
unless the defendant sought to intentionally mislead consumers into believing the
products were backed by Hermes.

* Jury verdict after 9-day trial. Jury found that “Rothschild, a self-described "marketing
strategist," purposely sought (with some success) to confuse consumers into
believing that his non-fungible tokens ("NFTs"), labeled "MetaBirkins," and his
associated website, "metabirkins.com," were affiliated with Hermes'
iconic [**2] "Birkin" trademarks.”

* Judge: “straightforward swindler” posing as an artist.



 Jack Daniels v. VIP Products LLC

* When, instead, the use is “at least
in part” for “source
identification”—when the
defendant may be “trading on the
good will of the trademark owner
to market its own goods”—[First
Amendment balancing doctrine]
has no proper role...Nor does that
result change because the use of
a mark has other expressive
content—i.e., because it conveys
some message on top of source.
Here is where we most
dramatically part ways with the
Ninth Circuit, which thought that
because Bad Spaniels
“communicates a humorous
message,” it is automatically
entitled to [First Amendment
balancing doctrine] protection.”
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Conclusions

* Substantiative law: Copyright, trademark, moral rights-based
copyright protections.

 Case examples: Metal sculpture, circus poster, cartoon costume,
cheerleader design, Burning Man bus, art tote bag installation,
attorney advertising poster, Hermes bag, Jack Daniels and dog
toys.

* Listened to some SCOTUS oral arguments on these points.

* How’d your vote go? And how you can now see the lines in the
laws between art versus commercial products.
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